The ability to mdividuafec and tailor program content is advantageous for aaWveitiscr. as it 
allows the advcitider to allocate an advertising bud^ in a prudent and highly effective imanner. 
Products may be touted to those consumers whose interests, personal oharacterirtics (age, gender, 
marital status, and the like), location, and other comparable demographic characteristics make them 
likely to buy that product On the other hand^ the system allows the advertiser not* to- waste 
resources in advertising products that a given user would likely not purchase or find appealing. 

The replacement of advertisentMnts is completely transparent to the user, such replacements 
are interposed solely at those points within the flow of program content which are preselcisted by the 
program director. Each user, whether listening via the Internet or by normal radio trwisnnssion, wiU 
hear and see advertising at the same point in the program, even though Ae advertising content to 
which different users are made privy is differentiated in accordance with user pfofilc. thereby 
causing different users to hear different advertising content * 

Claims 1 - 12 have been rejected under 35 U.S.C. § 103(a) as being unpatentable over and 
U.S. Patent No. 5,917,830 to Chen et al. in view of U:S. Patent No. 6,094,677 to Capefcct al.- r 

Chen et al. discloses a meAod and apparatus for splicing a secondary packetiaed data 
stream, such as a commercial, with a primary packetized data stream, such as a networic television 
program 

With respect to claims 1 and 7, the Examiner has indicated HaA Chen et al. discloses a 
system and method for substituting advertisements during a broadcast, comprising: (a> generating, 
digitizing, and storing a phjrahty of replacement commercials for insertkm into the broadcast; (b) 
marking the broadcast widi start and stop times of the commercial; (c) receiving the broadcast; (d) 
detecting and reading the insertion inarker on the broa«kast; (e) selecting and aibstituting (inserti^) 
a replacement commercial into the broadcast at a point corresponding to die insertion maricer. and 
(f) repeatmg the detection and insertion of replacement commercials throughout the broadcast 



The ExammeF lias indicated that while Chenet aJ. uses a nctwork television broadcastas an 
exemplary use of the invention, it is also disclosed that the invention can be appUed for spUoing a 
secondary packetized data stream with a primary packetized data stream. However, this disctosure 
fells for short of applicants' claimed method, because Chen et al. does not disclose or suggest any 
packetized data stream H^ih..«.ri tn an Internet hosting servicg, as required by each of claims 1-12. 
Chen et al. merely contemplates such packetized data streams as. a mechanism for delivery of 
program material to a .^hle .v.tem headend. It is inherent diat cable transmission is uni^liiectional 
to the end subscribers within a given system, all of whom thus receive identical signals. The crucial 
step of connecting to an Internet hosting system for deUvering program material to a user via th« 
Internet is not disclosed or recognized by Chen et al. Connection via the Internet overcomes the 
significant uni-directional transmission limitation of any Chen et al. cable system, since the Internet 
affords the missing bi-diiectionaUty of communication. It is lespectfully submitted that the Oien et 
al. system cannot be properly reconstructed in the absence of applicants' own invention.to achieve 
the objectives accompUshed by applicants' claims. Such hindsight reconstruction, which requires 
use of the present application as a template, was held to be improper in SqrffOftigft. M<f. V. AWWHig 
Cote. 81 F.3d 1566. 1570, 38 USPQ 2d 1551, 1554 (Fed. Cir. 1996). • ■ \ 

Applicants' claims 1 and 10 fiirther call for a comparison between the lengths of the original 
broadcast commercials and Ae commercials being considered as replacements. The Examiner has 
correctly recognized that Chen et al. does not explicitly disctose a oon^jarison made to determine 
whether the duration of the replacement commercial corresponds to the duration of the main 
commercial being replaced. However, die Examiner has pointed to Chen et al.^s teadiing at col. 1. 
line 65 to col. 2. line 3 of avoiding discontinuity which results in a non^mpliant data stream, and 
has indicated diat such teaching implies die comparison. Applicants respectfuUy submit that the 
purported comparison has not been established as inherent in die cited passage. Surely the Chen et 
al. teaching of discontinuity avoidance is not equivalent to applicants' required comparison, since 
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the packetized data stream of Chen et al. can be altered so as to letain ooinpliaiH» without the 
commeicials being of equivalent lengtfi, and Chen et aL clearly doea not teach a recpioonent to the 
contrary. 

The Examiner has further cited Capek et al. as supporting a comparison of die duration of a 
break and the duration of a proposed replacement commercial. 

Capek et al. discloses methods, apparatuses and computer program products that provide 
information to a user during delays in retrieving program material with an interactive aystem 
connected to a network. The information provided to the user is referred to as an inscitioii, since it 
is inserted into the normal stream nf ii.^r requested data. The Capek et al. n«thod makes use of 
delays attendant to the vagaries of a network such as the Interact to provide the user with an 
insertion containing information which may be customized to either the user or the program material 
requested, or both. It is said that an expected length of delay for Ac receipt oMhe user requested 
data can be made and used as the basis for deciding whether or not to make an insertion. Several 
means are suggested for determining whether the delay is sufficiently long for m insertion, 
including a perceived actual (telay, historical knowledge of delays based on factors such as the time 
of day, location of the requested program material, and network management information regarding 
the congestion or traffic within the networic If made, the insertion may continue either until the 
requested material is received or for a predefined period of time. Capek et al. further, discloses that 
while the insertion is being presented, the retrieved program material may be cached as it is being 
received. Significantly, Capek et al. does not contemplate the replacement of actual program 
content by substitute content, such as the SHfes^S^ of replacement comnwrciab for aheady extant 
broadcast radio commer«ials. Capek et al. does^ not sug^ that incoming program content be 
monitored for aheady extant indicia that marie planned opportunities for inserting advertising 
material histead, Capek et al. merely contenqjlates aMto of material inserted in gas in the data 
stream being received. As such, practice of the Capek et al. teaching inevitably i 



of a total program'6«coiiteiii^ Such exiension is clearly inoompatfete with radio broadcasting, which 
conventioiiWly ooinifises on-going programming including tegments of defined length and 
scheduling. ' " 

Furthermore, Capek et al. does not conten^late the use of pmgramming Wnfent 9S ft 
consideration in determining when or if an insertion is to be made. Rather, the determination is 
made based on an essentially ran Hnm, opportunistic basis, i.e., the status of the Internet Clearly, 
with the Capek et al. system, neither the originator of the programnMng content (the program 
director) nor the user/consumer have control. By way of contrast, applicants' mvention as recited in 
claims 12-23, calls for replacement of already extant commercial? . As such, replacements are made 
solely at those points in the on-going program content which are !im>er % ^QV i lnl ftf tfw ftripPatlR g 
radio station . 

As recognized by the Examiner, Chen et al. method makes no conq)aris<m between the 
durations of the replacement commercial and tfie main stream conmicrcial, which comparison is 
required, e.g. by step 0) of each of applicmits' claims 1 and 10. The Exannner has indicated fliat 
based on the Capek et al. patent, it wouW be obvious to one skilled in the art to compare the 
durations of the main stream commercial and Ae replacement commercial when selecting the 
commercial in the Chen et al. invention, in order to decrease tfie likelihood of *1)lMik time" during 
reception of the broadcast if the replacement commercial were shorter than tiw main commercial or 
"overwriting" of the main stream broadcast content if the replacement commercial was tonger. But 
the term '*blank time" is used here by the Examiner to n»an a program gap resulting fipom 
inopportune substitution of an advertisement whose duration is shorter than the pre-selected, 
allotted time. Capek et al.'s use of the term is ahogether different, meaning ins^ that time period 
during which no program material is available as a resuh of the unpredict^Uity of bandwidth on the 
Internet It is respectfully submitted that the terms have thus been improperiy confounded. 



Moie specificaUy. the ttetenmnatioos of time made in Capek et al. are infeitntial and cany 
no reasonable expectation of certainty. The detennination of whetter or not to insert is said to be 
♦•based on a variety of factors" (column 9. line 67). The lack of certainty is fiirthei< revealed by use 
of such words or phrases in Capek et al. as "sOiSfi^ (cohimn 10. line 12% ! 
(column 10, line 21), and "^p pmximatelv tiie same time" (cohunn 10. line 25) (emphases added). 
The Examiner has identified the potential for blank time or overwriting if the main stream 
commercial and its replacement are not of equal duration. On the other hand, tiie mctbod requited 
by present claim 1 assures selection of a replacement commercial equal in lengtfi to the original 
commercial. In particular, the duration time determined according to step (i) of claim 1 provides a 
time certain whereby the selection called for by step (k) can be accompltehed. 

It is respectfully submitted that the combined teachings of tiie Chen et al. and Capek et at 
references do not disclose or suggest tiie metiiod delineated by present claims 1-12. Rather, any 
metiiod practiced in light of tiie combined teachings of tiie cited references must inchide tiie Gapek 
et al. insertion step. That insertion step would trigger insertion of commercials at random times. The 
disastrous results caused by insertion of commercials at inopportune times tiirougllotA the program 
would offend tiie user and discourage advertising support 

In addition, in any metiiod practiced in view of tiie Chen et al. and C^k et al. teachings, the 
determination of duration for a replacement commercial is based on tfie status of tiie Internet This 
criteria makes tiie determination of replacement commacial duration subject to random events 
outside tiie control of tiie Internet radio program broadcast by a radio station. As previously noted, 
such random airing of commercials would create a- negative impression on users tiiat wouW likely 
discourage advertising support In contrast to any taettod disclosed by tiie combined teachings of 
Chen et al. and C^ et al.. tiie metiiod called for by present claims 1.9 (as weU as new claims 10- 
12) effects insertion of replacement commercials solely at tiiose points in tiie on-going program 
content which are ynder the contm l of the originating radio Sta^Oft- 
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Further, aisplkttt* submit.that the oomWnatioii of Capck et al. with et at wgg^ the 
propriety or desirabaity of iBscrting commeicials at any point <hirmg the transiiiissic!! of 
programmatic materialbased on Ae random, often chaotic status of the kitenet, father than al times 
during the couise of a program that are nUgl^tionftHv ffhOf^ frv tftfi 9nmm of an Intemet radio 
program broadcast by a radio station. Creators of broadcast program content generally schedule 
commercial breaks with great care, based on aesActic or prograiranatic considerations.. For 
example, a producer might select a group of songs to be performed sequentially or a singks extended 
musical work and expect the material to be carried wiAout interruption. Similariy. it would be 
expected that a given scene that is part of a dramatic stage play would not be intcitupteA . A 
commercial would not be appropriate at a critical juncture in a sports event ' Scheduling of 
commercials also entails legitimate business concerns. The sale of advertising is a Imsmcss 
transaction between an advertiser and either a commercial broadcaster or an Intentet provider. In 
either case, the contractual relationship likely inchides scheduling considerations, Hi^ 
undesirable intrusions by an inserted commercial would inevitably occur in any system based on Ae 
combined teachings of Chen et al. and Capek et al. Advertisers woukl- be highly averse to 
possibility that their wares might be tainted in the marketplace if touted at an inadvettent or 
inopportune time, contingent on the vagaries of the Internet not under their control. 

The lack of predicatability of the number of inserted commercials aad dieir durations is a 
further deficiency of any system based on the confined teachings of Own et al. and Capefc et al. 
The insertion aspect of Ae Capek et al. disclosure suggests that insertions may be made if the status 
of the Internet causes delays in downtoading material reqiie^ • A amv«itioBat broadcasting 
schedule mcludes advertisemcnte, the number and duration: of which are pttHlcterrtined by the 
originating radio station. The method and system recited by ajipUcfflits* clahns 1-12 enabte Ac 
advertiser and the hitemet service provider to pfy^liftf YiTtimnY ft? ft OTiftintY ftlg nwrt^r m4 
H„r.rion of t^lacenvn.t advertisements . This level of expectation and predictability facilitates 
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contractual arraigemeiit for advertising suppwl Contractual certainty is rcadiiytc8lrt>Ushed. ^ 
the nmA>er and ifeirttion of advertising segments, and hence the vahie of advertising time conveyed 
can be precisely defined. A method based on the combined teaching of Chen et al. and Capck ct al. 
of lacks such predictability, because the number and duration of commeroiala to be inserted is not 
determinable gjiOSQ. . > ; t i 

The Examiner has noted that Capek et al. has been cited to support the tiacking of start and 
end times of an advertising opportunity said to be inferred by Chen et al. However, it is well 
established that a proposed combination of references must be read as a whole. Capek et al. cicariy 
discloses insertion of advertising material, but never discloses or suggests sshlSSmm of cxisting 
program content including commercials. Any method practiced in accordance with the combined 
teaching of Capek et al. and Chen et al. therefore contemplates insertion. As Ae Federal Cifoiit has 
ruled, "[P]rior art references before the tribunal must be read as a whole andix>n8ideiation*n»ist be 
given where the references diverge and teach away fiom the claimed invention. . . . Moreover, 
appellants cannot pick and choose among individual parts of assorted prior art references 'as a 
mosaic to recreate a fecsimile of the claimed invention.' " Akzo N.V. v. United States Int'l Trade 
Comm 'n. 1 USPQ 2d 1241. 1246 (Fed. Cir. 1986). cert, denied. 482 U.S. 909 (1987). Applicants 
respectfuUy submit that the Examiner is engaging in hindsight reconstructton to exclude the 
insertion aspect of Capek et al.. since there is no teaching, even combining arguendo the Qq)ek et 
al. and Chen et al. references, to point away ftom insertion, inchiding insertion at random points 
within a given program, absent applicants' own teaching.' 

Accordingly, it is respectfuUy submitted that die jnethod and system called for by present 
claims 1 and 7 is not rendered obvious by the combination of Cheftct aL and Capek et al. 

With respect to claim 2, the Examiner has indicated that Chen ct al. disctoses the maridngof 
start and end times of the insertion point by the broadcast station. As discussed hereinabove in 
comiection with the rejection of claims 1 and 7, the combination of Chen et al. and Capek et al. 



^e8ten»«lom«.tcoBln,11edto»erto»of«pla«««t«^^ Atp^ibmtspceimy 
submit ttot «iy diKlosure by Chen e. al. coneeming maridng of- «att and slop tin* by**»«ta»l 
s«ion does not cure ttaMaok of suggestion in the reference concerning *e co«abi«-ioB«f 
required by claim 2. which depends ftom claim 1 ^ requires each of the claim 1 HmiWion.. >X « 
With respect to. claim 3, «ie Exammer has pointed to disctosuies to both Chen e« al arid 
Capek et al. that an audio stream can be digitized to allow for presentinga serieii of p«*e«. to *e 
proper order as one complete commercial. As discus«sd hereinabove in connection wM. cteifth t. Z. 
and 7, applicants submit that the combination of Chen et al. and C^ et al. lacks di«*»ure«f the 
combination of features required by independent claim I. from which cUim 3 The 
particular citations reganiing digitization that the Examtaer has identified, do not address the« 
deficiencies. It is Aerefore submitted that present claim 3 patentably defines over the ait applied.. 

With respect to claims -M, 8; and 9, tt« Exammer has pomted to G»ek et al.'s di.eto«« of 
customizing the information to be insetted into the program material. 

As recognized by the Examiner, Chen et al. does not explicitly disctese usmg customer 
demographics in toe selectionof a repkcementcoi.a»e«»al. Applicants submit that the Chen et al. 
meftod inherently jauast use individualized customer demographics in the selectkm. be«useClien 
et al discloses no means by which such demogr^hic information can be «Bveyed, «.d.it disclo.es 
no means by way of which such information, even if available. couM b. used in the ptoces, of 
making the selection called for eidier by step (k) of applicans' cWm I. as further defined by each of 
dependent chums 4^ or by step (d) of ctaim 7. as furthc'dettoed by e«* of dependent claim. 8 
and 9. Even less doe. *e Chen et al. diselome contempUtte any mechanian by which the 

replacement om be customized for ask i»»Wd».l <>' *« "»'™' 

contrast, the bi-directional and individualized connectivity of the Internet prevides mean, that 
enable this customization to be accomplished in the form recited by ctaitn. 4^6. 8, and 9. That i. to 
say. Ure presenv totemet-based system «.d me«»d recited by ctaims 8, ««1 9 affords d>e 
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deUvery of progn-n *a««. mctudtag c.n^ ^'^^ 'P'^ *^ 
ev«y user of ii^.y^' Such .a,ge«=d <Ulive,y capabUity. ».weB » *e -desin*U«y 
co»,ple.ely *se.. from *e Chen e..L ««hB* I. p»tic«hr. *e Ghen e. ««hi«g » 
,3 being p«ticul.Hy ««ttbte for use a. . cable sys«m heade«l: : By very n«»re. . cable sy«em 
provides identical pn>gramconttn.«, each of te*ubscribers.WhUed«ph«als.*s^ 
a« loca^d in a particular geographic^ area ».d so may share certtin demog^phi. ch»c«.i«ic 
„U.ers. such as ge.d«, are highly unlikely be identical even ^*in . very smaU a«i. Al*o»gh 
a.e Exandner has pointed to PC 174, e.g. in Fig. 1. to device is connected via a «*le .y«en. no. 
composing any Interne, or con^le communications p«,tecol appointed for bi^n- 
communication. No oAcr disclosure in Che. e. al. is cited as disclosing bi.Urection.1 »« of EC 
174 or any oAer computer in toe mam,er n=,»ired by appUcante" claims. Whereas Oe Chen-e. 
disclosure does no. address ftis limiti^ion. *e bi^ir«=tiond ^ Individ-- «««ctivfty of *e 
interne, allow a system constiucted accorfing u, claim, 1-12 «. provide «geted com-^cil 
segmenB having con?)letely individualized content 

As discussed hereinabove in connection wi* *e rejection of ctaim. I »«« 7, .ppUc-rts 
respectfully submi. fta. when combining Chen e. al. and Capek e. al. *e ...aU^, of ti« 
disclosure mus. be considered. While *e Capek e, al. paten. «m>0» inse,.i*» m«, be 
custemized .o a user. i. sugges.. additional fean^s - d«. -te inaction. 
eve..s - which teach away ftom *e mventio^ defined by applicam.' cl-a.. .H is accbriingly 
• submiBed d«. modi^g Chen e. al. in ligh. of Capeh e. al. does fi^ discW»e o, .-gge« *e 

invention recited by presen.cUBm8 4-6, 8, and 9. - ■ 

Wifl. respect to claim 1 0, tife Examioer h«.indica«d to. Che. and Capek di«!lose a me*«l 

for substitiUing advertisemcB which perfonns step. (m) of prese.. claim 1 a«l ta*er 
perfonns *e steps in which consumer demographic datii and advertisemen, W« tofon.-i<» «yP« 
sreste^d and used teselec die replacemen. advertisement as in presen. claims 4 and 5. As 
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di^ussed in drtril be«n*o« in o«meetio« wi* to«j«tion.of claim. .»v4. ««« 5. 

Chen e. al «««»oe doe, »,» disctose or ™gges. «.y ose, ,f b«i«c*«.U i«KvMu.««d 
con«™.ic.ti<». L.«n.e.*.«d o, o*erwi«. or a fbr deliven, of individuaUy 

tailored p«.gnuncon«n.. as are inherentty needed for advertising rephcen^ 
ousu-mer-s demographic da» Capek e. al. discloses only caprioioua insertion of conm-cial. »hJ 
faUs «> contemplate commercial replacement a. appointed times. Accotdingljsj. i. sub«i.»d tta. 
even if properly combined, the Chen and Capek references dS'-not'sG^Te subject m«.er of 



claim 10. 



Claims 1 1 depends fl«m claim 10 and fimher calls for maridng of commercials by the nKlk, 
station using a »lio station computer systen. Claim 12 fimher restricts claim 11. .he 
digitization of the audio stream of the radio station inte, packets bcadng sequential serirf mmi^ 
and ti.e marking of b«»dcast commen:ials by star, time and durrtio. identifie. the audio packet 
serial numbers constiti.ting the »k«o commensal to be replaced, tosofto a. claim 1 0 i. no. obviou. 
over the combination of Chen et al. and Capek e. al.. cl»ms 11 and 12 atao p.«n.d,ly drftae over 
the cited references. 

When compared «, any method practiced in light of the combined teachings of the cited 
references, the method caUed for by present claims l-Ueffects insertion of t^getedadv^^^ 

more con,n,Ued. pmiiCble and tastefiU manner. ti.en*y ftcUitating consummation of contmctoal 
,™gemen.s.h. addition. d«medK»i of applicants- claims provides for more satisftctoryli^^ 
and viewing experiences, thereby presenting a p«,gram fonnat fi. more likely .0 «iv«isi.g 
revenue. H-se signifies.. «lvan.age, ^ submi«ed to pn,vide adequ,* basis «br p.«Bc«ing 
patentabiUty of claims 1-12 over the cited references. 

Accordingly, reconsideration of ti« r^on of claims 1 - 12 m»to 35 U.S.C. 5103(a) as 
beingunpatentable over ti« combination ofChenetal. and Capeketal is respectfUUy requested. 
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In view of remarks set forth above, it is sulmiitte^ 
aUowable condition. Entry of this proposed response, reconsideration of the rejection of claims I - 
12 and their allowance are, therefore, earnestly solicited. 

Respectfully submitted, 
Hany E. Emerson, ni, et al. 



^n^tD.Buff 
(Their Attorney) 
Reg. No. 25,833 
(973) 538-0800 



